THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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DECI SI ON ON APPEAL

This is an appeal fromthe refusal of the exam ner to

allowclains 1, 2, 4 through 7, 10, 11, 13, 14, 18 and 20

! Application for patent filed Decenber 22, 1994.
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t hrough 29, as anmended subsequent to the final rejection
(Paper No. 10). dainms 3 and 19 have been canceled. dains
8, 9, 12, 15 through 17, and 30 through 40, the only other
clainms remaining in the application, stand wi thdrawn from
further consideration by the exam ner, pursuant to 37 CFR §
1. 142(b), as being drawn to a nonel ected speci es.

Appel l ants’ invention addresses a ball point pen. An
under standi ng of the invention can be gained froma readi ng of
exenplary clains 1 and 18, copies of which appear in the

APPENDI X to the main brief (Paper No. 20).

As evi dence of obviousness, the exam ner has applied the

docunents |isted bel ow

Shea 3,418, 057 Dec. 24,
1968

Hor i 4,139, 313 Feb. 13,
1979

Yokosuka 4, 457, 644 Jul. 3, 1984
O suka 4,842, 433 Jun. 27, 1989
Kupf er schm dt 91, 516 Cct. 19, 1983

(Eur opean Patent)?

2 Transl ation attached.
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Gl l'i 2,114, 065 Aug. 17, 1983
(Geat Britain)
Clainms 1, 2, 4 through 7, 10, 11, 13, 14, 18, and 20
t hrough 29 stand rejected under 35 U S.C. §8 103 as being
unpat ent abl e over either Yokosuka, OQsuka, or Galli (British
docunent) in view of Hori, Kupferschm dt (European Patent),

and Shea.

The full text of the examner’s rejection and response to
t he argunent presented by appellants appears in the answer
(Paper No. 21), while the conplete statenent of appellants’
argunment can be found in the main and reply briefs (Paper Nos.

20 and 23).

OPI NI ON

As a consequence of our review of appellants’

specification and clains, the applied teachings,® and the

3 1In our evaluation of the applied docunents, we have
considered all of the disclosure of each reference for what it
woul d have fairly taught one of ordinary skill in the art.

See | n re Boe, 355 F.2d 961, 965, 148 USPQ 507, 510 (CCPA
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respective viewpoints of appellants and the exam ner, we nake

the determ nati on which foll ows.

Thi s panel of the board is constrained to reverse the

obvi ousness rejection on appeal .

Sound evidence is required to establish a prim facie

case of obviousness. More specifically, appropriate evidence
is that which woul d have been suggestive of the presently
clainmed invention to one having ordinary skill in an art,

wi t hout reliance upon appellants’ own teaching.

Setting aside in our m nds appellants’ disclosed
i nvention, and assessing the examner’s proffered prior art as
a whole, we at once perceive a |lack of suggestion therein for

t he defined ballpoint pen of clains 1 and 18, respectively.

1966). Additionally, this panel of the board has taken into
account not only the specific teachings, but also the

i nferences which one skilled in the art woul d reasonably have
been expected to draw fromthe disclosure. See In re Preda
401 F. 2d 825, 826, 159 USPQ 342, 344 (CCPA 1968).
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The exam ner does not dispute the characterization in
appel lants’ tabulation (rmain brief, page 5 to the effect that
the reference teachings are “silent” with respect to the
paranmeters D, T, and L and any rel ati onshi p t herebetween.
| nst ead, the exam ner asserts (answer, page 4), for exanple,
that the relationship set forth in claim1l is disclosed when
each of the reference drawings (not to scale) has been
“measured by a ruler”, since “it would appear that this

relationship is



Appeal No. 1998-3289
Application 08/362, 167

conventional in the art.” W, of course, recognize that a
drawing is available as a reference for all that it teaches a

person of ordinary skill in the art. See In re Meng, 492 F. 2d

843, 181 USPQ 94 (CCPA 1974). However, on the facts of the
present case, this panel of the board concludes that the
overall reference teachings, evaluated alone and in

conbi nation, would not have suggested the particul ar

rel ati onshi ps expressly set forth in each of independent
claims 1 and 18. Specifically, scaling unscal ed patent

drawi ngs for precise dinensions clearly yields a specul ative
assessnment, and is not sound prior art fact finding for

supporting the obviousness of the clained invention.

The exam ner has sinply failed to provide evidence from
the ball point pen art establishing a factual basis upon which
to conclude that the now clained inventi on woul d have been
obvi ous to those having ordinary skill. As explained, supra,
the only evidence before us neither reveals that those with
ordinary skill in the art related the paranmeters of L, D, and
T relative to one another in designing a pipe projecting
portion, nor discloses that the dinensions of known pipe
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projecting portions, in fact,
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fall within the cl aimed expressions of clains 1 and 18,

respectively. A proper rejection under 35 U S.C. § 103

mandat es sound evi dence of obvi ousness.

The decision of the exam ner i s reversed.

REVERSED

N—r

| RW N CHARLES COHEN
Adm ni strative Patent Judge

CHARLES E. FRANKFORT
Adm ni strative Patent Judge

JENNI FER D. BAHR
Adm ni strative Patent Judge
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